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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 06 October 2005 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-11 and 125-161 is/are pending in the application. 

4a) Of the above claim{s) 151-161 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1-11 and 125-150 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) n The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C, § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)n Some * c)U None of: 

1 .|EI Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) S Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Infomial Patent Application (PTO-152) 

Paper No(s)/Mail Date 9/8/04 , 6) □ Other: . 
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DETAILED ACTION 

Information Disclosure Statement 

Reference AM on the IDS has been lined-through as it does not contain all 
required information (see 37 CFR 1.98(a)(1)). Only a title and set of pages numbers is 
listed. 
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Election/Restriction 

Applicant's election of Groups I and II and the species of example 4 as the 
Groups and species elected to begin prosecution is acknowledged. 

Applicant's election was made with traverse with regard to the Group. That is, 
applicant argues that Groups II and III should not have been separated based upon the 
"...gratuitous assertion that the product claims are not allowable." (Applicant did not 
traverse the election of species requirement.) 

Applicant's argument has been carefully considered, however, is not found 
persuasive. Election/restriction requirements are by their nature subjective and 
formulated with imperfect knowledge - since the search has not yet been performed. In 
the instant case, the examiner's familiarity with the substructure of the Markush set of 
compounds described by instant formula (I) made such an assertion quite reasonable, 
vide infra. 

The election/restriction requirement was formulated in order to facilitate the 
reasonably complete and through search to which applicant is entitled and is hereby 
made FINAL. 

A compound-by-compound Markush search was begun for Groups I and II 
starting with the elected species. The claims of Group III are withdrawn as being 
directed to non-elected subject matter. 

The elected species has been searched and is not deemed free of the prior art. 
Rejections follow: 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1-1 1 and 125-146, in so far as they read on the elected species, are 
rejected under 35 U.S.C. 102(b) as being clearly anticipated by SWAHN et al., Report 
(1985), FOA-C-40220-C1; Order No. PB86-129921/GAR, 21 pp. Avail.:NTIS From: Gov. 
Rep. Announce. Index (US) 1986, 86(7), Abstract No. 613-507 (CAPLUS abstract). The 
reference teaches applicant's compound: RN=1 08914-89-2. 

Claims 147-150, in so far as they read on the elected species, are rejected under 
35 U.S.C. 102(b) as being clearly anticipated by Eun J. Med Chem, (1984), 19(3), p. 
255-260, cited by applicant in the IDS. The reference teaches applicant's compound 
(trans isomer) as an especially potent analgesic (which intrinsically must be 
administered in a pharmaceutical composition) (page 255 paragraph above Figure I). 

Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co,, 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 
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A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Claims 1-11 and 125-150 are provisionally rejected under 35 U.S.C. 101 as 

claiming the same invention as that of claim 1-42 of copending Application No. 

10/758,241. This is a provisional double patenting rejection since the conflicting claims 

have not in fact been patented. The examiner also notes that 37 CFR 1 .78(b) provides 

that when two or more applications filed by the same applicant contain conflicting 

claims, elimination of such claims from all but one application may be required in the 

absence of good and sufficient reason for their retention during pendency in more than 

one application. Applicant is required to either cancel the conflicting claims from all but 

one application or maintain a clear line of demarcation between the applications. See 

MPEP § 822. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian J. Davis whose telephone number is 571-272- 
0638. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter can be reached on 571-272-0646. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Brian J. Davis 
December 27, 2005 



